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In Japan, judgment as to whether an
invention disclosed in a patent application is
patentable is based on itsfiling date, in terms of
thetime standard.  Accordingly, public disclosure
of anew product before a patent application on the
product concerned is finished normally causes the
patent application therefor to destroy its
patentability due to loss of novelty.

In Japan, whether or not an invention
disclosed in a patent application® satisfies the
requirements of patentability is determined
temporally, at least, by that patent application’s
filing date. Accordingly, in principle, public
disclosure of anew product before a patent
application on the product concerned is completed
causes the invention pertaining to that product to
lose its novelty, and become ineligible to receive
patent protection.

In terms of the technical standard, the
patentability of an invention requires that the
invention possesses a novelty distinctive over the
publicized prior art, wherein the distinction should
be more than a minor difference from the
viewpoint of the patent examiner, that is, the
invention must be found to have an inventive step.
The publicized prior art that negates the
patentability requirement includes not only the
prior art made by others, but also that made by the
inventor himself if it might be assumed so.

Taking these things into consideration, a company,
when going to produce and to start selling a new
product, should establish an arrangement and
attention to retain secrecy until a patent application
thereon has been finished. However, to make the
new product public to only those obliged to keep
the product secret will be regarded as activity that
does not cause the loss of novelty.

From the point of view of technical
standards, patentability of an invention requires
that the invention possess a novelty that makes the
invention distinctive from the publicly known art
preceding theinvention. Moreover, in the eyes of
the examiner, that distinction must be more than a
minor difference, that is, the invention must be
found to have an inventive step.” Theprior,
publicly known art that poses a problem for
patentability includes not only that which is made
by others but also even that which happensto have
been made by the inventor himself2.
Accordingly, a company attempting to
manufacture and market* a new product should
take steps to maintain the secrecy of the product
until the filing of a patent application thereon is
completed.> However, showing the new product
only to those having a duty to maintain its secrecy
will not be regarded as an activity such asto cause
the invention to lose its novelty.
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Noted above are matters regarding domestic
patent applications. Considering thosein the
U.S,, significant is the date of completing the
invention that takes place prior to the patent
application. Specifically, the U.S. has afirst-to-
invent system, unlike the first-to-file system in
Japan. For this reason, some companies require
researchers to record their research progress on a
daily basis, but this recording should be hand-
written to prevent later alterations. Thereby, itis
allegedly said that word processing is not
allowable. If true, thereis concern that such
would impose a great burden on researchers.

The foregoing pertains to domestic patent
applications. When considering patent
applications to the United States, the date of
completion of the invention® that takes place prior
to the patent application is significant.  In other
words, whereas Japan’sis afirst-to-file system, the
American oneis afirst-to-invent system.
Accordingly, some companies require researchers
to record the progress of their research daily.
However, it is alleged that this recording should be
handwritten in order to prevent later alteration, and
the use of word processing isnot allowed. If
true, it is feared that such arequirement will be an
onerous burden on researchers.
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“date of invention”

“be nonobvious’

conception

“an invention for which a patent application has been filed”
“have inventive step”
“himself/herself”; “ herself”
“considering making and selling”; “ contemplating manufacturing and selling”
“until patent prosecution is compl eted”

reduction to practice

“be nonobvious’

"prosecution”




