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In the preparation and prosecution of an application for a
utility patent, there are certain formal as well as legal requirements
that must be satisfied before the patent office will grant a patent for the

invention that is the subject of the application.
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In the United

States, all that is required is a specification, at least one claim, and, if

The formal requirements are relatively simple.

necessary, a drawing. An inventor’s oath or declaration, and of course

the filing fee, may be submitted later.
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The legal requirements are somewhat more complex. Put
simply, in order to be patentable, the invention described in the
application must be new, non-obvious, and useful. To be new, that is, to
have “novelty”, the invention must be different from any single piece of
prior art. What constitutes prior art can be difficult at times to
determine, but generally, it includes prior issued patents, prior
publications, and products or methods embodying the invention that are

already available to the public.
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Non-obviousness, also called “inventive step”, means that that
difference between the invention and the prior art must be a meaningful
one. Whether or not an invention is non-obvious is usually the most
contentious issue in the prosecution of an application in the patent

office.
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The usefulness requirement — called “utility” -- is not typically a

difficult one, simply because utility is construed quite broadly.

Feire 32 e TERy, 2FD NELEORENG) Lheb2nt
DB D00 F£9, BREANIRFTF 2502 2 M TE T, g
W72 2, BICERENZHDIZOWTHRBETT, UL, £,
THRREY CThIUX, FFFAETT, Lo T, M AT 7 /md—
RBE T T OWTIE, TCIZ7 v — AW OARIZEIE L TOE T,
INORRMICHEST D & FRERICIZED K O 7y a— AR O
PEFEDZEPEIZ OWTEHRAN R BIENE LD Z L2720 %9 TT,

A few things are not patentable, that is, do not constitute
“statutory subject matter”: Laws of nature cannot be patented, nor can
abstract ideas, or things merely discovered. However, living
organisms, if the product of engineering, are patentable. Accordingly,
it is likely that rapid advances in biotechnology and genetic engineering,
which have already led to the creation of cloned beings, will in the future
raise serious questions concerning the propriety of intellectual property

rights in such clones.




