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The legal concept of prima facie obviousness is a procedural tool of

examination which applies broadly to all arts. It allocates who has the burden
of going forward with production of evidence in each step of the examination
process. The examiner bears the initial burden of factually supporting any
prima facie conclusion of obviousness. If the examiner does not produce a
prima facie case, the applicant is under no obligation to submit evidence of
nonobviousness. If, however, the examiner does produce a prima facie case,

the burden of coming forward with evidence or arguments shifts to the applicant
who may submit additional evidence of nonobviousness, such as comparative test
data showing that the claimed invention possesses improved properties not
expected by the prior art. The initial evaluation of prima facie obviousness
thus relieves both the examiner and applicant from evaluating evidence beyond
the prior art and the evidence in the specification as filed until the art has

been shown to render obvious the claimed invention.

To reach a proper determination under 35 U.S.C. 103, the examiner must step

backward in time and into the shoes worn by the hypothetical "person of



ordinary skill in the art" when the invention was unknown and just before it
was made. In view of all factual information, the examiner must then make a
determination whether the claimed invention "as a whole" would have been
obvious at that time to that person. Knowledge of applicant's disclosure
must be put aside in reaching this determination, yet kept in mind in order
to determine the "differences," conduct the search and evaluate the "subject
matter as a whole" of the invention. The tendency to resort to "hindsight"
based upon applicant's disclosure is often difficult to avoid due to the

very nature of the examination process. However, impermissible hindsight
must be avoided and the legal conclusion must be reached on the basis of
the facts gleaned from the prior art.
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Use of Incorporation by Reference

"Incorporation by reference" is an efficient time and space saving technique

for making lengthy text in one document be part of a document under preparation
without repeating the text per se. This technique is useful, for example, for
including information in a patent specification without unduly expanding its
size; and it is permitted by the Patent Office, subject to certain restrictions

set forth in the MPEP and Federal Circuit case law.

The Patent Office draws a distinction between "essential material" and
"nonessential material", and imposes certain restrictions on the types of
documents from which essential material may be incorporated into a patent
application.

"Essential material" is defined as that which is necessary to satisfy the
requirements of the first paragraph of 35 USC §112, i.e., to (1) describe the
claimed invention, (2) provide an enabling disclosure of the claimed invention,
or (3) describe the best mode contemplated by the inventor for carrying out the
claimed invention. Essential material may be incorporated by reference only to
U.S. patents or published U.S. applications which themselves do not incorporate
"essential material" by reference. Essential material may not be incorporated

by reference to (1) an unpublished U.S. patent application, (2) a foreign



application or patent, or (3) a non-patent publication. Non-essential material
is a matter referred to for purpose of indicating the background of the invention
or illustrating the state of the art.

What if a pending application incorporates by reference essential material from
anon-U.S. patent or application? The applicant may correct the improper
incorporation by reference by submitting (1) an amendment to amend the
specification or drawings to include the material incorporated by reference, and
(2) a statement that the inserted material was previously incorporated by
reference and contains no new matter.
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