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**% START *** A patent’s specification must conclude with one or more

claims particularly pointing out and distinctly claiming the subject matter

which the applicant regards as his invention. This statutory provision

requires that a patent’s claims, viewed in light of the specification and

prosecution history, inform those skilled in the art about the scope of the

invention with reasonable certainty. Indefiniteness is a question of law that

we review de novo, subject to a determination of underlying facts, which we

review for substantial evidence.




The “reasonable certainty” standard established in MNautilus reflects a

delicate balance between the inherent limitations of language and providing

clear notice of what is claimed. It mandates clarity, while recognizing that

absolute precision is unattainable. It also accommodates the fact that some

modicum of uncertainty . . . is the price of ensuring the appropriate

incentives for innovation. Consistent with these principles, we have

explained that a patentee need not define his invention with mathematical

precision in order to comply with the definiteness requirement. Instead, the

degree of precision necessary for adequate claims is a function of the nature

of the subject matter. Indeed, descriptive words like ‘copious’ are commonly

used 1n patent claims, to avoid a strict numerical boundary to the specified

parameter.

To be sure, patents with claims involving terms of degree must provide

objective boundaries for those of skill in the art in the context of the

invention. Intrinsic evidence—such as the claims, figures, written

description, or prosecution history of a patent—can provide the necessary

objective boundaries. Extrinsic evidence can also help identify objective

boundaries. *** END ***

B

On appeal, Alison challenges the Commission’s determination that claims
1, 7, and 9 of the 359 patent are not indefinite. Alison argues that the
challenged claims are invalid because “lofty . . . batting” is an indefinite term
of degree without a precise boundary. While we agree that “lofty . . . batting”
1s a term of degree, Alison seeks a level of “mathematical precision” beyond
what the law requires. Sonix, 844 F.3d at 1377. For the reasons that
follow, we hold that the challenged claims are not indefinite because the
written description of the ’359 patent provides objective boundaries for the
claim term “lofty . . . batting.”

()

The written description of the 359 patent is replete with examples and

metrics that further inform the meaning of “lofty . . . batting.” It identifies

specific examples of commercial products that can qualify as a lofty batting,



including “Primaloft” (id. at col. 7 11. 15-20), “Holofil” (id. at col. 7 11. 50-56),
“Thinsulate Lite Loft” (d. at col. 11 11. 30-32), and “Quartzel” (id. at col. 12 11.
6-9). It includes a list of nearly twenty “particularly suitable” fibrous
materials for forming lofty batting, including commercial products like
“Nomex,” “Kevlar,” “Spectra,” and “Kynol.” Id. at col. 9 1l. 25-40. It
provides metrics for the fineness of fibers (id. at col. 7 1. 23-25), the
cross-sectional area of the fibers (id. at col. 7 1l. 32-36), the thermal
conductivity of the batting (id. at col. 7 11. 36-39), the compressibility and
resilience of the batting (id. at col. 7 11. 42-59), and the density of the batting
(id. at col. 7 1. 64—col. 8 1. 1). The written description of the ’359 patent
concludes with a detailed discussion of seven examples of aerogel composites
manufactured in accordance with the claimed invention, along with
corresponding test results. See id. at col. 11 1. 21—col. 14 1. 34 (Examples 1—
7).

*** START *** Because the written description is key to determining

whether a term of degree is indefinite, we conclude that the evidence above is
sufficient to dispose of this issue. But we note that the prosecution history

also supports our conclusion. In the Statement of Reasons for Allowance,

the patent examiner emphasized that the specification defined “lofty fibrous

batting” as “a fibrous material that shows the properties of bulk and some

resilience (with or without full bulk recovery)” and distinguished the prior

art based on this term. *** END *** Similarly, in its decision denying

institution of IPR, the Board noted that “both parties agree that [“lofty

fibrous batting”] indicates a fibrous material with both bulk and ‘resilience,’
which is the ability to regain at least some portion of its original shape and
size after being compressed.” Alison, 2017 WL 2485089, at *3.

The extrinsic evidence provides further support for the objective
boundaries of “lofty . . . batting.” A technical dictionary confirms that
“batting” and “loft” are terms of art that have meanings consistent with their
use 1n the ’359 patent. See J.A. 12520-24. Before the Commission, both
parties’ experts could explain the meaning of “bulk” and “some resilience,”
the two defining characteristics of a “lofty . . . batting.” While not

dispositive, the application of these terms by the parties’ experts, along with



the examiner and Board at the Patent Office, further supports our conclusion
that the challenged claim term is not indefinite. See Sonix, 844 F.3d at
1380 (“Although . . . application by the examiner and an expert do not, on
their own, establish an objective standard, they nevertheless provide
evidence that a skilled artisan did understand the scope of this invention
with reasonable certainty.”).

In sum, the written description of the 359 patent provides sufficient detail
to inform a person of ordinary skill in the art about the meaning of “lofty . . .
batting.” That puts this case in the same class as cases like Sonix and Enzo,
where we held that examples and procedures in the written description
provided sufficient guidance and points of comparison to render claim terms
not indefinite. See Sonix, 844 F.3d at 1376-81; Enzo, 599 F.3d at 1332-36.
We therefore conclude that claims 1, 7, and 9 are not indefinite because
the ’359 patent informs a person of ordinary skill in the art about the scope of
“lofty . . . batting” with “reasonable certainty.” MNautilus, 572 U.S. at 901.

[(ZE 1] AKERFF707 835 950ME L— A
1. A composite article to serve as a flexible, durable, light-weight insulation
product, said article comprising a Jofty fibrous batting sheet and a

continuous aerogel through said batting. (Emphasis added)

7. The composite article of claim 1, further comprising a dopant.

9. The composite article of claim 7, wherein the dopant is present in an

amount of about 1 to 20% by weight of the total weight of the composite.
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575 2 0 : aerogel composite

%+ 2 1 : inorganic or organic batting
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ABC and XYZ hereby agree, notwithstanding the provision governing the

ownership of any result obtained from the Joint Development under the

Original Agreement, to apportion the titles, rights and interests (the “Titles”)

in and to the Invention between the parties hereto as set out below:

(a) Insofar as the territory of Japan is concerned, XYZ shall exclusively
have all Titles in and to the Invention, which shall include without
limitation the right to patent in respect of the Invention, the right to file
and prosecute any patent application for the Invention under the sole
name of XYZ, but expressly exclude any right to file and prosecute any
patent application in respect of the Invention in any territory outside of
Japan irrespective of whether or not any priority is claimed. For the
avoidance of doubt, all cost required for exploiting, maintaining or
protecting the XYZ’s rights hereof (which shall expressly include
perfecting such rights so as to be good against any third party) shall be



borne by XYZ;

(b) Insofar as the territories of the People’s Republic of China (excluding
Hong Kong, Taiwan and Macao) and the Republic of Korea are
concerned, ABC shall have all Titles in and to the Invention, but XYZ is
hereby granted with an exclusive license to manufacture the Medicine
by exploiting the Invention and to export such Medicine to the territory
of Japan, provided that it is expressly acknowledged and agreed that
the exclusivity granted herein shall be construed as merely restraining
XYZ from granting the same license to any third party and that nothing
herein shall constitute the ABC’s waiver of its right to manufacture,
export or otherwise exploit the Invention on its own in these territories;
and

(¢) For any and all territory other than those set forth in paragraphs (a)
and (b), ABC shall exclusively have all Titles in and to the Invention,
and may enforce any of its rights in respect of the Invention against
XYZ if XYZ commits any act contrary to the provisions herein
(including without limitation any exploitation of the Invention) in any

of such territories without a prior written authorization by ABC.
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